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DETAILED ACTION 

1 . This Office Action is response to Applicant's AMENDMENT filed on 06/30/2006. 

Request for Continued Examination (RCE) 

2. The request filed on 06/30/2006 for a Request for Continued Examination (RCE) 
under 37 CFR 1.114 based on parent Application No. 09/943,799 is acceptable and a 
RCE has been established. An action on the RCE follows. 

3. Claims 1-19 are pending in this Application. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

5. Claims 1-6 and 11-19 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Pub. No.: US 2006/0190807 A1 of TRAN. 

With respect to claim 1 , TRAN teaches a system for drafting a patent application 
and assessing technological information on at least one computer (fig. 1 , a system for 
user(s) such as IP specialist or attorney in drafting or writing patent applications or 
patent claims as well as technical information as legal matters for a patent application: 
sections 0006, 001 0 and 01 32-01 33), the system comprising: 
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at least one input device connected to the at least one computer for inputting 
information from at least one user (inputting from one of client computers: fig. 1 , items 
1 04 and 1 06, sections 0035); 

at least one processing means for generating a diagrammatic representation of 
an invention (using graphical user interface and software for assisting the user in 
generating a patent application: sections 0042-0043 and fig. 2A and 2C), wherein the 
diagrammatic representation includes a hierarchical component categorization of the 
technical components of the invention based upon the information inputted by the at 
least one user (fig. 3B a claim tree, sections 0068), and for automatically generating a 
document for filing as a patent application (automatically generating a patent 
application: fig. 2's section 0042), including specification and claims, based upon the 
information inputted by the at least one user and additional text-based detailed 
information that is organized consistent with the diagram (technical component such as 
background, description, drawings and claims: abstract, figs. 2C, 3A and 4-5, sections 
0008, 0016, 0046 and 0101-0103); wherein the hierarchical component categorization 
includes at least one key component and at least one subcomponent related thereto, 
wherein the diagrammatic representation of the components and subcomponents 
together provides an indication of what may be claimed in a patent application 
(independent claims and dependent claims: in fig. 3B claim tree and sections 0053- 
0054); and 
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at least one output device connected to the at least one computer for outputting 
the automatically generated diagrammatic representation of an invention (the claim tree 
is displayed on the desktop screen, output device: section 0127 and fig. 3B). 

With respect to claim 2, TRAN teaches wherein the diagram is modifiable by 
the at least one user and the diagram hierarchical component categorization and 
related text-based detailed information is automatically updated based upon the user 
modifications (the text of a patent application is enabling to update or edit: section 0044 
and claim tree is also able to move or to modify (drag/drop claims): sections 0068). 

With respect to claim 3, IRAN teaches wherein the at least one key 
component includes a multiplicity of components (such as one independent claim has 
one or more dependent claims as shown in the fig. 3B: claim tree: sections 0068 or a 
patent application has background, summary, description, drawings and claims 
components: sections 0008, 0016 and 0044-0045). 

With respect to claim 4, TRAN teaches wherein the at least one 
subcomponent further includes at least one sub-subcomponent (independent and 
dependent claims: claim tree: sections 0068 and 0053-0054). 

With respect to claim 5, TRAN teaches wherein the relational connection 
between components establishes. the claims structure of the patent application 
(relationship between component in the data structure: section 0101 and fig. 4). 

With respect to claim 6, TRAN teaches wherein the text-based information 
and the diagram components are automatically linked (the links of the text-based: 
description: section 0044). 
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Claim 1 1 is essentially the same as claim 1 except that it is directed to a method 
rather than a system, and is rejected for the same reason as applied to the claim 1 
hereinabove. 

With respect to claim 12,. TRAN teaches further including the step of: at least one 
user entering diagram verbiage by drafting the text-based detailed description or 
verbiage of the specification section of the application for each component of the 
diagram (a process performed by the software for assisting the user in generating a 
patent application: figs. 2's and 3B). 

With respect to claim 13, TRAN teaches further including the step of: at least one 
user inputting additional components selected from the group consisting of key 
components, subcomponents, and sub-subcomponents (a patent application has 
background, summary, description, drawings and claims components or such as one 
independent claim has one or more dependent claims as shown in the fig. 3B: claim 
tree: sections 0068; also see sections 0008 and 0016). 

With respect to claim 14, TRAN teaches further including the steps of: modifying 
any previously inputted components within the diagram; and the system automatically 
updating the diagram and relational information to those modified components (the text 
of a patent application is enabling to update or edit: section 0044 and claim tree is also 
able to move or to modify (drag/drop claims): sections 0068). 

With respect to claim 15, TRAN teaches further including the step of: 
automatically generating a patent application based upon the inputted information and 
the hierarchical diagram, including specification and claims (such as one independent 
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claim has one or more dependent claims as shown in the fig. 3B: claim tree: sections 
0068 or a patent application has background, summary, description, drawings and 
claims components: sections 0008, 0016 and 0044-0045). 

With respect to claim 16, TRAN teaches a system for mapping technology using 
at least one computing device (fig. 1 , a system for user(s) such as IP specialist or 
attorney in drafting or writing patent applications or patent claims as well as technical 
information as legal matters for a patent application: sections 0006, 0010 and 0132- 
0133), comprising: 

at least one input device connected to the at least one computing device for 
inputting information from at least one user (inputting from one of client computers: fig. 
1 , items 1 04 and 1 06, sections 0035); 

at least one processing means for automatically generating a diagrammatic 
representation of a technology (using graphical user interface and software for assisting 
the user in generating a patent application: sections 0042-0043 and fig. 2A and 2C), 
wherein the diagrammatic representation includes a hierarchical component 
categorization of the technical components of the technology based upon the 
information inputted by the at least one user, wherein the hierarchical component 
categorization includes at least one key component and at least one subcomponent 
related thereto (fig. 3B a claim tree, sections 0068; automatically generating a patent 
application: fig. 2's section 0042; technical component such as background, description, 
drawings and claims: abstract, figs. 2C, 3A and 4-5, sections 0008, 0016, 0044-0046 
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and 0101-0103; and independent claims and dependent claims: in fig. 3B claim tree and 
sections 0053-0054); and 

at least one output device connected to the at least one computing device for 
outputting the automatically generated diagrammatic representation of a technology (the 
claim tree is displayed on the desktop screen, output device: section 0127 and fig. 3B). 

Claim 17 is essentially the same as claim 16 except that it is directed to a method 
rather than a system, and is rejected for the same reason as applied to the claim 16 
hereinabove. 

With respect to claim 18, TRAN teaches a system for examining a patent 
application using at least one computing device (fig. 1, a system for user(s) such as IP 
specialist or attorney in drafting or writing patent applications or patent claims as well as 
technical information as legal matters for a patent application: sections 0006, 0010 and 
0132-0133), comprising: 

at least one input device connected to the at least one computing device for 
inputting information from at least one patent applicant (inputting from one of client 
(applicant or inventor or attorney) computers: fig. 1 , items 104 and 106, sections 0035); 

at least one processing means for automatically generating a diagrammatic 
representation of a technology (using graphical user interface and software for assisting 
the user in generating a patent application: sections 0042-0043 and fig. 2A and 2C), 
wherein the diagrammatic representation includes a hierarchical component 
categorization of the technical components of the technology based upon the 
information inputted by the at least one patent applicant, wherein the hierarchical 
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component categorization includes at least one key component and at least one 
subcomponent related thereto (fig. 3B a claim tree, sections 0068; fig. 3B a claim tree, 
sections 0068; automatically generating a patent application: fig. 2's section 0042; 
technical component such as background, description, drawings and claims: abstract, 
figs. 2C, 3A and 4-5, sections 0008, 0016, 0044-0046 and 0101-0103; and independent 
claims and dependent claims: in fig. 3B claim tree and sections 0053-0054); and 

at least one output device connected to the at least one computing device for 
outputting a viewable diagram of the hierarchical component categorization for patent 
examiner to review the diagram as part of the examination of a patent application (the 
claim tree is displayed on the desktop screen, output device: section 0127 and fig. 3B 
and sections 0017). 

Claim 1 9 is essentially the same as claim 1 8 except that it is directed to a method 
rather than a system, and is rejected for the same reason as applied to the claim 18 
hereinabove. 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.G. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 7-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pub. No.: US 2006/0190807 A1, of TRAN in view of Pub. No. US 2002/0161733 A1 of 
Grainger. 

With respect to claims 7-1 0, TRAN teaches a system for drafting a patent 
application as discussed in claim 1. 

TRAN teaches a system for user(s) such as IP specialist or attorney in drafting or 
writing patent applications or patent claims as well as technical information as legal 
matters for a patent application, generating an patent application including some 
technical components such background, invention summary, drawings, description, 
abstract and claims and displaying the claim tree to user. TRAN does not clearly teach 
wherein the link(s) are hyperlinks, wherein the document and diagram are capable of 
being output into another software program, wherein the document and diagram 
are exportable in HTML format and wherein the document and diagram are exportable 
in XML format. 

However, Grainger teaches HTML link (sections 0038 and 0052), web browser 
(sections 0137 and 0159), HTML document (sections 0042 and 0052) and XML 
document (section 0038): 
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.. Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of TRAN with the teachings 
of Grainger. One having ordinary skill in the art would have found it motivated to utilize 
the use of facilitating the preparation of intellectual property (IP) documents, generating 
a document for filing as a patent application including patent's assessment, in the same 
conventional manner as described by Grainger (sections 0004 and 0023). thereby, 
securing and managing IP rights and assets (Grainger's section 0002). 
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Any inquiry concerning this communication or earlier communications from the 


examiner should directed to ANH LY, whose telephone number is (571 ) 272-4039 or via 
e-mail: ANH.LYtaUSPTO.GOV (written authorization being given by Applicant(s) - 
MPEP 502.03 [R-2]) or fax to (571 ) 273-4039 (examiner's personal fax number). 

The examiner can normally be reached on TUESDAY - THURSDAY from 8:30 
AM - 3:30 PM. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, John Breene, can be reached on (571) 272-4107. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). Any response to this action should be mailed 
to: Commissioner of Patents and Trademarks, Washington, D.C. 20231 , or faxed to: 
Central Fax Center: (571) 273-8300 



JOHN BREENE 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2100 


ANHLY 
MAR. 6 th , 2007 


